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C ongress created inter partes review 
(“IPR”) and covered business method 
patent review (“CBM”) knowing that 

the proceedings could be commenced 
amidst litigation. In such a scenario, 
Congress understood that a party might 
seek to stay litigation pending the review.1 
For the most part, Congress left it to the 
courts to decide when a stay should issue. 

What follows is an empirical analy-
sis of how courts are deciding contested 
motions to stay litigation pending IPR and 
CBM review.2 Based on these decisions, 
it appears as though courts are split on 
whether three key issues weigh in favor of, 
or against, a stay to litigation. 

STATISTICS:
As of January 31, 2014, courts have 

issued 119 dispositive orders on contested 
motions to stay litigation pending IPR and 
CBM review. These orders were issued from 
37 courts, including the Court of Federal 
Claims. Of those 119 orders, 60% granted 
or granted-in-part a stay. 

Courts do not appear to be warming to 
the idea of staying litigation pending IPR 
and CBM review as the procedures become 
more established. As the figures below 
demonstrate, the percentage of orders 

granting stays has been unpredictable in a 
month-to-month analysis:

•	 March, 2013: 100% of orders granted or 
granted-in-part a stay.

•	 April, 2013: 66% of orders granted or 
granted-in-part a stay.

•	 May, 2013: 50% of orders granted or 
granted-in-part a stay.

•	 June, 2013: 60% of orders granted or 
granted-in-part a stay.

•	 July, 2013: 50% of orders granted or 
granted-in-part a stay.

•	 August, 2013: 71% of orders granted or 
granted-in-part a stay.

•	 September, 2013: 71% of orders granted 
or granted-in-part a stay.

•	 October, 2013: 75% of orders granted or 
granted-in-part a stay.

•	 November, 2013: 61% of orders granted 
or granted-in-part a stay.

•	 December, 2013: 50% of orders granted 
or granted-in-part a stay.

•	 January, 2014: 56% of orders granted or 
granted-in-part a stay.

Courts taking part in the Patent Pilot 
Program are more likely to grant stays 
than those outside of the Program. Of the 
55 relevant orders issued by courts in the 
Program, 67% granted or granted-in-part 
a stay. In contrast, courts not taking part 
in the Program granted or granted-in-part 
stays in 53% of orders.

Courts grant stays to litigation pending 
IPR less frequently then they grant stays 
pending CBM review. Of the 119 total 
orders, 99 were orders on contested motions 
to stay litigation pending IPR and 57% of 
those 99 orders granted or granted-in-part 
a stay. Of the 119 total orders, 20 were 
orders on contested motions to stay litiga-
tion pending CBM review and 75% of those 
orders granted or granted-in-part a stay. 
These varying grant rates may be attribut-
able to the different standards that courts 
apply when considering motions to stay 
litigation pending IPR and CBM review, as 
discussed below. 

The three courts issuing the most orders 
on contested motions to stay litigation pend-
ing IPR and CBM review are the: Northern 

District of California (17 orders), District of 
Delaware (16 orders), and Central District 
of California (11 orders). These jurisdic-
tions have ordered stays with mixed fre-
quency: Northern District of California 
(82% of orders granted or granted-in-part 
a stay), District of Delaware (56% of orders 
granted or granted-in-part a stay), and 
Central District of California (82% of orders 
granted or granted-in-part a stay).

A court is far more likely to issue a stay 
after the Patent Trial and Appeal Board 
(“PTAB”) institutes an IPR or CBM review 
proceeding. Of the 119 total orders, 93 
were issued before the PTAB instituted an 
IPR or CBM review proceeding. Of those 
93 pre-institution orders, 56% granted or 
granted-in-part a stay. Of the 26 post-
institution orders, 73% granted or granted-
in-part a stay. 

Courts are only slightly more likely to 
grant a stay where all of the claims asserted 
in litigation are put before the PTAB for 
review. Of the 119 total orders, 96 orders 
were in cases where all of the asserted claims 
in litigation were petitioned for review. Courts 
issued a stay in 63% of these 96 orders.

Similarly, courts only appear to be mar-
ginally more willing to grant a pre-institution 
stay where all of the asserted claims in litiga-
tion were petitioned for IPR or CBM review. 
Of the 93 pre-institution orders, 76 of them 
were in cases where each of the claims 
asserted in litigation were petitioned for IPR 
or CBM review. Courts issued stays in 59% 
of those 76 orders, just above the 56% grant-
rate for all pre-institution orders.

THREE KEY ISSUES:
Courts ubiquitously apply a three-factor 

test when determining whether to stay 
litigation pending IPR, which examines: (1) 
the stage of the litigation; (2) whether a stay 
will simplify and streamline the issues that 
may be presented in subsequent litigation; 
and (3) whether a stay would cause undue 
prejudice or a clear tactical disadvantage 
to the non-moving party.3 Some courts have 
noted that additional factors may also be 
considered in the analysis.4 In the context 
of CBM review, Congress codified this 
three-factor test and added a fourth factor, 
which requires courts to consider “whether 
a stay, or the denial thereof, will reduce the 
burden of litigation on the parties and on 
the court.” America Invents Act of 2011 
(“AIA”) § 18(b)(1), Pub. L. No. 112-29, 
125 Stat. 284, 331 (2011). 
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Although courts apply the same tests when 
determining whether to stay litigation, they 
appear split on how to weigh certain issues. 
Below is a description of three key issues 
that many courts analyze when considering a 
motion to stay litigation pending IPR and CBM 
review, but appear to analyze differently. 

First, courts differ as to the benefit of 
staying litigation before the PTAB decides 
whether to institute IPR or CBM review. 
Under the AIA, the PTAB has up to six 
months to decide whether to institute an IPR 
or CBM review proceeding after a petition 
for review is filed. Some litigants request 
a stay to litigation prior to the PTAB’s 
decision on institution. Courts granting 
pre-institution motions to stay have stated 
that “because the PTO apparently will not 
consume much time [in deciding whether 
to institute a review proceeding] unless the 
PTO perceives an important patent issue 
within the PTO’s particular expertise . . . 
prudence commends resort to a stay until 
either the PTO declines review or . . . grants 
and completes review . . . .”5 However, 
other courts presented with this same issue 
have found that a pre-institution stay would 
be “a complete waste of time” if the PTAB 
denied the request for review, and that a 
stay is “premature” prior to the PTAB actu-
ally instituting a proceeding.6 

Second, courts have assigned varying 
weight to the estoppel provisions of the 
AIA. See 35 U.S.C. § 315(e); AIA § 18(a)
(1)(D), Pub. L. No. 112-29, 125 Stat. 284, 
330. Some courts have noted that the law’s 
estoppel rules will streamline and narrow 
any subsequent litigation, which weighs 
in favor of a stay.7 However, not all courts 
have considered the estoppel rules to go far 
enough to warrant a stay, particularly where 
there are multiple parties to a litigation that 
may not be associated with the petition for 
IPR or CBM review.8

Third, courts have differed on how to 
treat the relationship between litigants. 
Some courts have determined that a stay 
to litigation is inappropriate where the par-
ties are competitors in a market, even if no 
party sought a preliminary injunction in the 
case.9 However, not all courts have been 
skeptical of granting stays where the parties 
are business competitors, and some courts 
have focused on a non-movant’s failure to 
seek a preliminary injunction as evidence 
that a stay will not cause undue prejudice.10 

Thus, when considering whether to grant 
or deny a stay to litigation pending IPR or 
CBM review, courts differ on how to analyze 
some common issues. Often, the way a court 
views these three key issues will dictate 
whether or not a court stays litigation.   IPT
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