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WilmerHale has filed its 100th Inter Partes Review (IPR), marking a significant milestone in the
post-America Invents Act (AlA) era. Since the bill passed three years ago, WilmerHale has emerged
as an industry leader in post-grant proceedings and advising clients regarding the interplay
between the United States Patent and Trademark Office (PTO) proceedings and concurrent

litigation.

"The AlA has significantly shifted the practice of patent law," said Don Steinberg, chair of
WilmerHale's Intellectual Property Department. "Our 100th IPR filing reflects the depth and breadth

of our experience in this emerging and critical area of patent practice."

WilmerHale's Post-Grant Patent Proceedings Group offers a wide range of services, including IPR
and covered business methods review (CBM) to challenge or defend issued patents, and Ex Parte
Reexamination. The firm has served as IPR counsel-of-record for leading technology and
healthcare corporations, as well as the most active petitioners to-date for IPRs and CBMs, and is

now also serving as counsel-of-record on 11 appeals.

WilmerHale's use of post-grant procedures in connection with IP litigation strategy has yielded
successful results for its clients. In each of the IPRs that WilmerHale has filed that have resulted in
final written decisions, the Patent Trial and Appeal Board has determined that all of the challenged
claims are unpatentable. For other IPRs that WilmerHale has filed, patent owners have disclaimed
the challenged claims in the IPR, effectively acknowledging that those claims are unpatentable.
Post-grant proceedings have also proven successful for the firm's clients by facilitating early

settlement of litigation on favorable terms.

"WilmerHale has provided invaluable counsel to us over the years in complicated and critical patent
matters," said David Highet, Vice President and Chief Intellectual Property Counsel for BD (Becton,
Dickinson and Company). "Following enactment of the AIA, the WilmerHale team didn't miss a beat,
offering us strategic guidance on how to use these new procedures in combination with our

litigation efforts. In my opinion, the firm's capabilities in this area are unsurpassed.”

"In the past several years, our group has gained tremendous experience in navigating the new


https://www.wilmerhale.com/en/
http://www.wilmerhale.com/intellectual-property/post-grant-patents/

procedures that govern post-grant proceedings, and advising on strategy," said Dave Cavanaugh,
chair of WilmerHale's Post-Grant Patent Proceedings Group. "We are able to best serve clients by
combining our experience working with the PTO and AlA procedures, with our IP litigation experience

to provide counseling on how post-grant proceedings can be used to impact pending litigation."

Known to have a world-leading intellectual property practice, WilmerHale provides solutions to
intellectual property business challenges that face companies at all stages of growth in every
aspect of their business that involves the acquisition, exploitation or protection of intellectual
property. The firm is consistently recognized as a leader in the market, most recently, having been
named as the 2014 "IP Litigation Department of the Year" by The American Lawyer, and as the

"Most-Favored IP Department” in the nation by BTl Consulting.



