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On January 7, 2010, the Federal Circuit held, in Wyeth v. Kappos, that the
U.S. Patent and Trademark Office (PTO) had been improperly calculating
patent term adjustments (PTA) due to PTO prosecution delay. (Further
details on the Wyeth decision can be found here.) On January 21, 2010, the
PTO announced that it would not seek further review of the Federal Circuit

decision.

Yesterday, the PTO posted, on its website, interim procedures for patentees
to request recalculation of patent term adjustment in light of the Federal
Circuit's decision and for addressing pending requests for reconsideration.
The new procedure will become effective upon publication in the Federal

Register, but that date is not provided in the PTO's announcement.

Under the interim procedure, the PTO will provide patentees one
opportunity to request reconsideration of PTA determination for issued
patents, without a fee, and without the need to file a formal petition
complying with the requirements of 37 CFR 1.705(d). Instead, patentees
need only file a single page, SB/131 form, which was newly created for this

procedure.


https://www.wilmerhale.com/en/
http://www.wilmerhale.com/publications/whPubsDetail.aspx?publication=9353
http://www.wilmerhale.com/-/media/files/WilmerHale_Shared_Content/Files/PDFs/SB_131%20form%20for%20PTA%20reconsideration.PDF

However, the interim PTA reconsideration procedure is not available for all
patents; neither is it available for all PTA issues. The new procedure is
applicable only to patents that issue prior to March 2, 2010. Further, this
new procedure is available only for requests that are based solely on the

PTO's pre- Wyeth interpretation of "overlap" of A and B periods.

Under the new procedures, a request for reconsideration of a prior PTO
PTA calculation may be filed within 180 days of issuance of the patent, rather

than having to seek reconsideration within two months of issuance.

The new guidelines also provide some recourse for patentees whose initial
petitions for reconsideration of PTA were denied under the PTO's pre-
Wyeth PTA framework. The PTO will consider a further request for
reconsideration filed within two months of the PTQO's prior reconsideration
decision. Finally, pending petitions will be decided by the PTO in line with
the Wyeth decision.

The March 2, 2010 date is based on a further PTO announcement that it is
modifying the computer program it uses to calculate PTA to comply with the
Wyeth decision. The modification to the PTA calculator is expected to be
completed by March 2, 2010, after which the PTO expects that PTA
calculations will comport with the Wyeth decision. The PTA information
currently viewable through PAIR will also be updated accordingly; however,

the revised PAIR screen is not expected to be ready until July, 2010.

Authors

WilmerHale | PTO Issues Guidelines on New Patent Term Adjustment Calculations



Colleen Superko James B. Lampert
RETIRED PARTNER RETIRED PARTNER
¥  james.lampert@comcast.net

& +1617 526 6000

& +1617 526 6000

Wilmer Cutler Pickering Hale and Dorr LLP is a Delaware limited liability partnership. WilmerHale principal law offices: 60 State Street, Boston, Massachusetts 02109, +1 617 526 6000; 2100 Pennsylvania Avenue, NW,
Washington, DC 20037, +1 202 663 6000. Our United Kingdom office is operated under a separate Delaware limited liability partnership of solicitors and registered foreign lawyers authorized and regulated by the Solicitors
Regulation Authority (SRA No. 287488). Our professional rules can be found at www.sra.org.uk/solicitors/code-of-conduct.page. A list of partners and their professional qualifications is available for inspection at our UK office. In
Beijing, we are registered to operate as a Foreign Law Firm Representative Office. This material is for general informational purposes only and does not represent our advice as to any particular set of facts; nor does it represent
any undertaking to keep recipients advised of all legal developments. Prior results do not guarantee a similar outcome. © 2004-2024 Wilmer Cutler Pickering Hale and Dorr LLP


https://www.wilmerhale.com/en/people/colleen-superko
https://www.wilmerhale.com/en/people/james-lampert
mailto:james.lampert@comcast.net

