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The U.S. Court of Appeals for the Federal Circuit's recent precedential
opinion in In re: Float'N'Grill LLC clarifies the original

patent requirement based on Title 35 of the U.S. Code, Section 251,
that applies to reissue applications.

Float'N'Grill differentiates the original patent requirement from the
written description requirement and describes what is necessary to
meet the original patent requirement.

What is Section 2512
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Patentees have been able to correct the scope of their granted claims since 1836.[1]
Currently, Section 251 provides that ability and dictates its limits.[2]

Section 251 allows patent holders to correct the scope of their patents' claims where they
are unintentionally too narrow or too broad.

Patentees have only two years from a patent's issuance to pursue a reissue claiming more
than what was originally claimed.[3] This is called a broadening reissue. A patentee can
pursue narrower claims in a reissue any time after a patent grants.

If a patentee pursues claims in a reissue that are broader in at least one respect than the
originally granted claims, it will be treated as a broadening reissue even if the claims are
narrower in other respects.[4]

On average, 633 reissue patents have been granted per year from 2007 to 2020.[5] A
broadening reissue can be a useful tool for inventors to seek claim coverage for aspects of
their invention that became apparent after the patent grants.[6]

A narrowing reissue can be used to avoid prior art discovered after the patent has been
granted. Either way, a patentee can obtain clearer claim coverage that is more likely to
withstand a validity attack through reissue.

However, the scope of claim coverage that can be obtained through reissue has limitations.
The Original Patent Requirement — Is It Written Description?

Section 251 provides that a reissue patent can only be granted for "the invention disclosed
in the original patent" under Title 35 of the U.S. Code, Section 251(a). This is called the
original patent requirement.[7]

Historically, the original patent requirement has frequently been described in a manner that
suggests it is the same as the written description requirement of Title 35 of the U.S. Code,

Section 112(a).

The Federal Circuit in the 2009 Revolution Eyewear v. Aspex Eyewear decision described the
original patent requirement as being analogous to the written description requirement under


https://www.law360.com/agencies/u-s-court-of-appeals-for-the-federal-circuit
https://www.law360.com/articles/1698792/fed-circ-sinks-reissue-claims-on-floating-grill-patent
https://www.law360.com/articles/1698792/fed-circ-sinks-reissue-claims-on-floating-grill-patent

Section 112.[8] Other iterations of the original patent requirement sound very similar to the
written description requirement:

e Original patent: In the 1983 In re: Peters decision, the court wrote that "the overall
disclosure reasonably conveys to one skilled in the art that the inventor had
possession of the broad invention at the time the original application was filed."[9]

e Original patent: In the 1991 In re: Amos decision, the court wrote that "whether one
skilled in the art, reading the specification, would identify the subject matter of the
new claims as invented and disclosed by the patentees."[10]

e Written description: In the 2010 Ariad Pharmaceuticals Inc. v. Eli Lilly & Co. decision,
the court wrote that "whether the disclosure of the application relied upon
reasonably conveys to those skilled in the art that the inventor had possession of the
claimed subject matter as of the filing date."[11]

Float'N'Grill makes clear that the original patent requirement is different, and likely supports
narrower claims, than the written description requirement.

Original Patent Is More Than Written Description

Float'N'Grill involved an appeal from a Patent Trial and Appeal Board decision affirming the
rejection of a reissue application's claims.[12] The examiner had rejected the claims for
being indefinite under Section 112(b) and for failing to satisfy the original patent
requirement under Section 251.[13]

The patent-at-issue, U.S. Patent No. 9,771,132, disclosed a float apparatus having a grill
support that included a number of magnets for removably securing a grill to the float.[14]
The float was intended to keep the grill afloat in water so a user could grill food while
remaining in the water.[15]

During reissue, Float'N'Grill tried to pursue claims that removed any requirement for
magnets on the float.[16] The Federal Circuit affirmed the board's decision.[17]

In its decision, the Federal Circuit clarified the "original patent" requirement, stating:

[W]e hold that reissue claims broadening a limitation to cover undisclosed
alternatives to a particular feature appearing from the face of the original
specification to be a necessary, critical, or essential part of the invention, do not
meet the original patent requirement of § 251.[18]

The Federal Circuit explained that it is not enough to show that the reissue claims have
support in the original specification.[19] Instead, the original patent requirement focuses on
assessing the heart of the invention in the original patent and what is necessary to achieve
that invention.



The patentee in Float'N'Grill was limited on reissue to claims requiring a plurality of magnets
because:

e The grill support's ability to removably attach to the grill was the crucial function of
the invention;

e The specification only disclosed one embodiment, a plurality of magnets, that
performed the function of removable attachment; and

¢ Nothing in the patent described the magnets as optional or described any other
component that could perform the crucial function of removable attachment.[20]

Going Forward
Practitioners should take a number of lessons from the Float'N'Grill decision.

The first, as should be practiced whenever drafting a patent application, is to think critically
and creatively about the disclosure.

Care should be put into thinking about the key function of the invention and what
embodiments are disclosed to accomplish that function.

Second, Float'N'Grill makes it apparent that a patentee may be entitled to broader claims
under the written description requirement as compared to the original patent requirement.

Therefore, to the extent feasible, it is better to keep prosecution open by filing continuation
or, where applicable, divisional applications.[21]

Third, broadening reissues remain a powerful tool when prosecution is closed and the patent
was granted less than two years ago.

This is especially true given that continuation reissue applications can be filed outside of the
two-year time frame that allow patentees to pursue broader claims.[22]

The key question will be whether those broader claims reflect the essential, critical or
necessary parts of the invention in the original patent.
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