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Appellate Group Of The Year: WilmerHale 

By Y. Peter Kang 

Law360, Los Angeles (January 11, 2016, 7:43 PM ET) -- The appellate practice group at WilmerHale had 
another strong year that was headlined by a major victory in the Second Circuit for tech giant Google 
Inc. in a copyright dispute over Google Books, landing the firm among Law360’s Appellate Groups of the 
Year. 

 

  

It’s the third straight year the appellate practice group has earned the honor and the fourth in five years. 
The group, led by former U.S. Solicitor General Seth Waxman, is clearly not a one-man affair, as the 
eight cases it argued before the U.S. Supreme Court last term — the most of any law firm — were 
argued by five different WilmerHale attorneys. 
 
“To have, within a single appellate group, five different people who can argue before the Supreme Court 
in a single year … that is just a tremendous repository of knowledge and skills that clients can draw on, 
not just for Supreme Court work but for a wide range of Court of Appeals work and other matters 
regarding difficult questions of law,” partner Tom Saunders said. 
 
Fellow partner Mark Fleming notes that the practice group’s “awe-inspiring breadth of talent” is one of 
the factors that sets it apart from other firms. 
 
“There are not many firms that have a lot young lawyers with Supreme Court arguments under their 
belts,” Fleming said. “We all get along well with each other and it’s a great working environment. It’s a 
terrific group to be a part of and sometimes I can’t believe my good luck to be part of this practice 
group.” 
 
Waxman said members of the group work so well with each other because not only do they have 
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brilliant legal minds but they get genuine satisfaction from seeing other members of the group succeed. 
 
“When you get that kind of chemistry in a social group of any sort, really good things happen,” Waxman 
said. “It also helps to have a group dynamic where everybody feels like they are getting new 
professional opportunities and continual evidence of professional growth.” 
 
Winning also helps group morale, Waxman noted, and the group chalked up a number of key victories in 
the past year, including an October win before the Second Circuit, which ruled that Google's project to 
scan millions of copyrighted books without permission was legal under the fair use doctrine. 
 
Coming more than a decade after the Authors Guild first sued over what would become Google Books, 
the appeals court's opinion said that making the world's books text-searchable — while not allowing 
users to read more than a snippet of text — was a transformative use of authors' content. 
 
The opinion was penned by U.S. Circuit Judge Pierre Leval, the influential jurist who is widely credited 
with sparking a major, expansive shift in how courts apply the fair use doctrine. 
 
“It was a supremely interesting case to work on over the years,” Waxman said. “It’s astonishing how 
pervasively useful the Google Books database is.” 
 
Waxman declined to comment further, however, given the Authors Guild’s recent high court petition. 
 
In another big 2015 win, WilmerHale secured a victory for Walt Disney Co. unit Marvel Entertainment 
LLC in a dispute over patent royalties for a Spider-Man toy, when the Supreme Court decided in June to 
leave intact a 50-year-old rule barring royalty agreements that continue after a patent expires. 
 
The high court's 6-3 ruling reaffirmed its own 1964 decision in Brulotte v. Thys Co., which held that 
licenses requiring royalty payments for the use of a patent after it expires are per se unlawful. The high 
court said that the doctrine of stare decisis, or that courts should stick with their precedent, requires 
that the Brulotte rule must remain in place, and rejected toy inventor Stephen Kimble's request that it 
be overturned. 
 
Saunders said filtering out the noise and commentary coming from court watchers was one challenge 
they were able to overcome. 
 
“There was a lot of second guessing in the case with people doubting the outcome and questioning the 
strategy of what approach we should take,” he said. “We were defending a 50-year-old precedent. The 
question was how much are you fighting on the merits of the prior rule and how much are you arguing 
on stare decisis? We struck the balance between those two in a way that we thought was most effective 
and, ultimately, the courts thought of the case in those terms.” 
 
Earlier in the year, the Supreme Court ruled that a good-faith belief that a patent is invalid is not a 
defense to induced infringement, saying the Federal Circuit erred when it created the defense in a 
decision that vacated a $74 million verdict against WilmerHale’s client Cisco Systems Inc. The May 
decision — although not an outright victory— ultimately led to a favorable outcome for Cisco. 
 
The justices held 6-2 that while a company's belief that a patent is not infringed means that it does not 
have the intent needed to be found liable for induced infringement, the same is not true of a belief that 
the patent is invalid. A belief that a patent is invalid cannot be a defense to infringement, the court said. 



 

 

 
Fleming said that the biggest challenge in the case was that the issues presented to the high court had 
expanded beyond the initial dispute, in order to determine whether the induced infringement standard 
set by the Supreme Court’s 2011 decision in Global-Tech Appliances Inc. et al. v. SEB SA also applies to a 
good-faith belief of noninfringement. 
 
“Thankfully, the Supreme Court didn’t take the bait on that one and ruled on Global-Tech as they 
should,” Fleming said. 
 
On remand, the Federal Circuit again tossed the verdict in late December. 
 
Fleming said the appellate practice group worked closely with the intellectual property litigation group 
to secure the victory. This firmwide cooperation in big cases has been a key contributor to the practice 
group’s success over the past year, he said. 
 
“I get to work very closely with my partners in other practice areas to create the best results for our 
clients,” Fleming said. “We leverage all aspects of our firm, not just the appellate practice.” 
 
--Additional reporting by Ryan Davis, Matthew Bultman and Bill Donahue.  Editing by Aaron Pelc.  
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