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IN In re Seagate Technology, LLC,1 the U.S. 
Court of Appeals for the Federal Circuit 
decided on Jan. 26, 2007, sua sponte to 

hear en banc the following questions relating 
to assertion of the advice-of-counsel defense to 
a charge of willful infringement:

(1) Should a party’s assertion of the advice-
of-counsel defense to willful infringement 
extend waiver of the attorney-client 
privilege to communications with that party’s  
trial counsel? 
(2) What is the effect of any such waiver on 
work-product immunity?
(3) Given the impact of the statutory duty 
of care standard on the issue of waiver of 
attorney-client privilege, should this court 
reconsider the duty of care standard itself?
Before discussing the potential impact of In 

re Seagate Technology, LLC, a little background 
information is in order.

A patent opinion is a letter drafted by a 
registered patent attorney to an inventor or 
other entity who plans to make or use a given 
device or process. In the typical circumstance of 
a patent opinion, a party has a product or process 
that may possibly be infringing a previously filed 
patent. When the party becomes aware of the 

prior patent, he or she should enlist patent 
counsel to analyze the party’s product or process 
in light of this prior patent. Patent counsel may 
then render a written opinion in defense of the 
party’s product or process, which states either 
that: (1) the party’s product or process does not 
infringe the existing patent (a “noninfringement 
opinion”) or (2) the prior patent is invalid and 
therefore is incapable of being infringed (an  
“invalidity opinion”).

The primary purpose of a patent opinion 
for a proposed device or process is to provide 
sound legal advice and to document a party’s 
good faith in making or using its device based 
on that advice. If a party makes or uses a device 
and that device is later found to infringe on an 
earlier patent, the court will consider whether 
the party’s infringement was willful or nonwillful, 
or in bad faith or good faith.2 The federal courts 
have held that patent opinions are highly relevant 
and material to a court’s consideration of a 
party’s willfulness and good faith,3 as well as in 
determining various other issues such as attorney’s 
fees4 and multiplication of damages.5

In the early history of U.S. patent law, increased 
damages were imposed upon all patent infringers. 
Both the Patent Act of 1793 and the Patent Act 
of 1800 required mandatory treble damages for all 
patent infringements, regardless of whether the 
infringement was willful. Over time, however, 
this blanket approach to punishing patent 
infringement came to be seen as unfair, particularly 
to those who infringed “in ignorance or good 

faith.”6 The U.S. Supreme Court subsequently 
held that punitive damages were to be imposed 
upon willful infringers but not those infringing 
in good faith.7 This interpretation was later 
codified in the Patent Act of 1952 as 35 U.S.C. 
§284. With this new increase in damages for 
willful infringers, parties sought a way to protect 
themselves by documenting their good faith in 
filing patent applications. Beginning in 1952, 
patent opinions began to be introduced in federal 
courts as a defense to willful infringement.

In 1982 the U.S. Court of Appeals for the 
Federal Circuit was created. Within a year of 
its creation, the court decided a landmark case 
regarding patent opinions and willfulness that 
increased the importance of patent opinions 
and established an affirmative duty of care for 
potential infringers. In Underwater Devices, Inc. 
v. Morrison-Knudsen Co., Inc.8 the court held 
that the duty of care requires a party “to seek and 
obtain competent legal advice from counsel before 
the initiation of any possible infringing activity,” 
such as using a patented invention, preferably 
expressed in a written opinion. According to the 
Federal Circuit: 

Where, as here, a potential infringer has 
actual notice of another’s patent rights, he 
has an affirmative duty to exercise due care 
to determine whether or not he is infringing. 
Such an affirmative duty includes, inter alia, 
the duty to seek and obtain competent legal 
advice from counsel before the initiation of 
any possible infringing activity.9
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Federal Circuit case law has continued to develop 
the duty of care concept and has arrived at a general 
standard, or test, for determining willfulness, 
stated as “whether a prudent person would have 
had sound reason to believe that the patent was 
not infringed or was invalid or unenforceable, 
and would be so held if litigated.”10 The Federal 
Circuit has clarified that this duty applies to the 
“totality of the circumstances” surrounding the 
infringement.11 The factors to be weighed in the 
“totality of the circumstances” willfulness test 
are whether the infringer received a competent 
opinion,12 whether there is a good faith belief on 
the part of the infringer that the patent is invalid 
or not infringed,13 whether the infringer had actual 
knowledge of an existing patent,14 whether the 
infringer made a good faith attempt to design 
around the patent,15 and whether the infringer’s 
behavior and tactics at trial are consistent with an 
overall finding of good faith.16

Although the presence or absence of a patent 
opinion is not dispositive in the willfulness 
determination,17 an opinion of counsel is the 
“normal” way for an infringer to show that it acted 
prudently.18 As a result, defendants often produce 
opinions of counsel during a patent litigation, 
effectively waiving the attorney-client privilege. 
The defendant that chooses to assert a defense to 
willful infringement based on the advice of counsel 
faces a difficult decision in regard to maintaining 
attorney-client privilege. By producing the opinion, 
the defendant waives the attorney-client privilege 
and, potentially, work-product immunity.19

Scope of Waiver
In In re EchoStar Communications Corporation,20 

the Federal Circuit attempted to clarify the 
uncertainty involved in asserting the advice-
of-counsel defense, and held that when an 
alleged infringer asserts its advice-of-counsel 
defense regarding willful infringement of a 
particular patent, it waives its immunity for any 
document or opinion that embodies or discusses a 
communication to or from it concerning whether 
that patent is valid, enforceable, and infringed by 
the accused. This waiver of both the attorney-
client privilege and the work-product immunity 
includes not only any letters, memorandum, 
conversation, or the like between the attorney 
and his or her client, but also includes, when 
appropriate, any documents referencing a 
communication between attorney and client.

The Federal Circuit observed that the general 
standard for determining the scope of a waiver 
of attorney-client privilege is that the waiver 
applies to all other communications relating to 
the same subject matter.21 The Federal Circuit 

explained, “when EchoStar chose to rely on the 
advice of in-house counsel, it waived the attorney-
client privilege with regard to any attorney-client 
communications relating to the same subject 
matter, including communications with counsel 
other than in-house counsel.”22

EchoStar also asserted that the district court’s 
order cast too wide a net by including within 
the waiver’s scope documents that were never 
communicated from Merchant & Gould (the 
attorney) to EchoStar (the client). The Federal 
Circuit agreed, and recognized that the line 
between factual work product and opinion work 
product is not always distinct, especially when 
an attorney’s opinion may itself be factual work 
product. The Federal Circuit explained:

we recognize at least three categories of work 
product that are potentially relevant to the 
advice-of-counsel defense here. They include: 
(1) documents that embody a communication 
between the attorney and client concerning the 
subject matter of the case, such as a traditional 
opinion letter; (2) documents analyzing the 
law, facts, trial strategy, and so forth that reflect 
the attorney’s mental impressions but were not 
given to the client; and (3) documents that 
discuss a communication between attorney and 
client concerning the subject matter of the 
case but are not themselves communications 
to or from the client. As to the first category,…
when a party relies on the advice-of-counsel 
as a defense to willful infringement the 
party waives its attorney-client privilege for 
all communications between the attorney 
and client, including any documentary 
communications such as opinion letters and 
memoranda…. As to the other two categories, 
scholars have noted that our prior opinions 
do not clearly define the scope of the work-
product waiver…. As we discuss in more detail 
below, we conclude that waiver extends to 
the third category but does not extend so far 
as the second.23

By asserting the advice-of-counsel defense to a 
charge of willful infringement, the Federal Circuit 

reasoned that the accused infringer and his or her 
attorney do not give their opponent unfettered 
discretion to rummage through all of their files 
and pillage all of their litigation strategies. Work-
product waiver extends only so far as to inform 
the court of the infringer’s state of mind.24

The second category of work product, which 
is never communicated to the client, is not 
discoverable. The Federal Circuit explained, if 
a legal opinion or mental impression was never 
communicated to the client, then it provides 
little if any assistance in determining whether the 
accused knew it was infringing, and any relative 
value is outweighed by the policies supporting 
the work-product doctrine.

The third category of work-product material 
falls somewhere between the first and second. 
According to the Federal Circuit, in some 
instances there may be documents in the 
attorney’s file that reference and/or describe a 
communication between the attorney and client, 
but were not themselves actually communicated 
to the client. The Federal Circuit, however, 
emphasized that such communications may 
contain work product of the second kind—legal 
analysis that was not communicated. In those 
situations, the parties should take special care 
to redact such information. 

In sum, the Federal Circuit reasoned, the 
advice-of-counsel defense to willfulness requires 
the court to decide whether counsel’s opinion was 
thorough enough to instill a belief in the infringer 
that a court might reasonably hold the patent is 
invalid, not infringed, or unenforceable. 

Questions Left Open
In re EchoStar Communications Corporation left 

open at least the following questions:
1. Whether the waiver extends to all 
communications with any counsel on the 
subject of the opinion—even litigation 
counsel—when the accused infringer 
only attempted to rely upon in-house  
counsel’s investigation.
2. Whether the waiver extends to all 
defenses (noninfringement, validity, 
and unenforceability), even though the 
opinion itself (apparently) related only  
to noninfringement. 
3. Whether the waiver extends to work 
product that was never communicated to 
the client.
district court decisions subsequent to In re 

EchoStar Communications Corporation have been 
inconsistent. For example, one district court 
limited the waiver of the attorney-client privilege 
to communications between the accused infringer 
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and its counsel directly related to the non-
infringement analysis relied upon by the accused 
infringer, but did not extend it to the subject of 
invalidity, nor did it extend the privilege waiver to 
litigation counsel or communications post filing of 
the lawsuit.25 On the other hand, another district 
court concluded that it was irrelevant whether 
trial counsel was the same person who gave the 
opinion, or even whether trial counsel was in the 
same firm as opinion counsel. The district court 
also explained that privilege had been waived 
with respect to pertinent communications and 
work product of all counsel in the case.26

To provide some level of consistency and 
stability, the Federal Circuit has agreed to 
hear en banc major issues regarding waiver of 
attorney-client privilege and duty of care in 
In re Seagate Technology, LLC.27 The Federal 
Circuit decided sua sponte to hear en banc the  
following questions:

(1) Should a party’s assertion of the advice-
of-counsel defense to willful infringement 
extend waiver of the attorney-client privilege 
to communications with that party’s trial 
counsel? See In re EchoStar Commc’n Corp., 
448 F.3d 1294, 78 USPQ2d 1676 (Fed.  
Cir. 2006).
(2) What is the effect of any such waiver on 
work-product immunity?
(3) Given the impact of the statutory duty 
of care standard announced in Underwater 
Devices, Inc. v. Morrison-Knudsen Co., 717 
F.2d 1380, 219 USPQ 569 (Fed. Cir. 1983), 
on the issue of waiver of attorney-client 
privilege, should this court reconsider the 
decision in Underwater Devices and the duty 
of care standard itself?
The Federal Circuit indicated that scheduling 

of oral argument, if any, would be resolved at a 
later date. To date, 20 amicus briefs have been 
filed, including 11 amicus briefs from legal 
organizations; five briefs from industry-related 
organizations; and four briefs from companies, 
including Microsoft, Apple, dell and Intel.

The American Intellectual Property law 
Association (AIPlA) argued in its amicus brief 
that the standards for finding willful infringement 
should be reserved for infringers guilty of truly 
“reprehensible” conduct. The willfulness 
determination, according to the AIPlA brief, 
should focus on subjective bad faith of accused 
infringers and apply the same criteria used for 
imposing punitive sanctions in other areas of 
tort law.

The Association of the Bar of the City of New 
york (New york City Bar) argued in its brief that 
producing an opinion of counsel to defend against 
a charge of willful infringement should not result 

in an incursion into privileged communications 
between a party and its trial counsel, except to 
the extent that those communications concern 
the formulation of the opinion itself, or of an 
opinion on which the party chose not to rely. 
Moreover, uncommunicated work product of 
trial counsel should never be disclosed. The 
New york City Bar also argued that the duty 
of care standard should be modified to an analysis 
that focuses on the blameworthiness of the 
conduct of those who made and/or marketed 
the product that was later adjudged to infringe 
patent rights.

The American Bar Association (ABA) argued 
that the advice-of-counsel defense should not 
waive the attorney-client privilege with respect 
to communications with trial counsel so long as 
trial counsel is not the same counsel who provided 
the opinion upon which the accused infringer 
relies. In addition, the assertion of the advice-of-
counsel defense should not waive work-product 
immunity for materials prepared by trial counsel 
so long as trial counsel is not the same counsel 
who provided the opinion upon which the accused 
infringer relies. In addition, the ABA argued that 
the affirmative duty of due care standard should 
be replaced with the standard of reprehensible 
conduct used in punitive damages cases.

The Federal Circuit Bar Association (FCBA) 
urged in its brief that the waiver of the attorney-
client privilege with respect to advice of counsel 
obtained prior to or at the outset of litigation 
should not be automatically extended to the 
advice of counsel obtained during litigation. 
In addition, work-product records created by 
an attorney, for the benefit of the attorney, 
and not shown to the client, should not be 
subject to waiver of work-product immunity. 
Finally, the FCBA argued that the affirmative 
duty of care standard should be met by prudent 
conduct that is reasonable in the totality of 
the circumstances, which would depend on 
factors such as the content of the notice, the 
complexity of the patent and the technology, 
and the knowledge and sophistication of the 
entity receiving the notice.

With all these divergent views on whether 
the affirmative duty of care standard should be 
maintained, and the different recommendations 
for what standard should replace it, it will 
be interesting to see what happens at the  
Federal Circuit.
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