
DISPUTES REGARDING ALLEGED 
abuses of standard-essential patents (SEPs)
have become a frequent subject of litigation
and regulatory investigations throughout the
world. U.S. courts have recently issued impor-

tant decisions in this area,1 which are explored in other arti-
cles in this issue of ANTITRUST. This article discusses sever-
al recent judicial decisions outside the United States
addressing issues that can arise at the intersection of compe-
tition, patent, and contract law when patent holders seek to
enforce patents they have declared essential to industry stan-
dards. 
Although the basic factual contours of these disputes are

often similar, they may be litigated in a multitude of differ-
ent legal systems, with varying substantive standards and
procedural rules. The impact of decisions in these cases is
often felt far beyond the borders of the jurisdictions that
produce them because the disputes usually involve industry
standards that are implemented globally and standardized
technologies that are often licensed on a worldwide basis.
Among other things, because SEP holders have typically
committed to license their patents to standard implementers
on “fair, reasonable, and non-discriminatory” (FRAND)
terms, decisions that set or influence licensing terms for a
declared SEP holder for one license in a given jurisdiction
have substantial implications for what it can demand from
other licensees in other jurisdictions. And the courts’ treat-
ment of FRAND and disclosure commitments has important
consequences for levels of investment in innovation for prod-
ucts that are sold globally. 
The trend outside the United States is towards vigorous

enforcement of FRAND and disclosure commitments—
whether as a matter of competition, contract, or patent law.
This is consistent with recent decisions in the U.S. courts and
with U.S. agency actions.2 Global convergence can bring
important benefits to industries that rely on standards and to
the consumers of their products, by (among other things)
increasing predictability of SEP licensing dispute outcomes
across jurisdictions. That will promote investments in inno-
vation, foster successful licensing negotiations, and reduce the
likelihood that failed negotiations will result in disruptive and
costly litigation. 

SEP Enforcement
Many industries have a rich history of collaborative standard
setting that can bring major consumer gains from the bene-
fits of “interoperability” among various companies’ products
and services.3 But, as discussed in more detail elsewhere in this
issue of ANTITRUST, the standard-setting process––which
necessarily involves collusive action to limit technical design
choices—often eliminates rivalry among competing tech-
nologies and confers monopolies on holders of patents
claimed to cover standardized technology.4 These monopolies
may enable SEP owners to “hold-up” standard implementers
that have become “locked into” making products that incor-
porate standardized technologies for exorbitant royalties or
other licensing terms.5

To address concerns that fear of hold-up will chill indus-
try implementation of standards they promulgate, standard-
setting organizations (SSOs) commonly impose patent dis-
closure and FRAND licensing requirements on participants
in the standard-setting process. Disputes typically arise when
declared SEP holders are alleged to have broken such rules.
For instance, a declared SEP holder may be alleged to have
failed to timely disclose its patents or patent applications,
thereby depriving the SSO of information regarding the
patentee’s claims when determining whether to standardize
technology that the patentee later argues is covered by its
patents.6 Alternatively, the SEP holder may be alleged to
have breached its promise to license on FRAND terms.7
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dard a competition law concern? Should such failures to
disclose limit a declared SEP holder’s ability to enforce its
patents against a standard implementer?12

Europe
The European Commission has devoted substantial attention
to standard setting and SEP enforcement for several years,13

as evidenced most recently in the Commission’s Statements
of Objections against Samsung and Motorola Mobility, both
of which focused on attempts to obtain injunctions based 
on SEPs.14 The last two years have also seen a flurry of 
EU Member State court decisions regarding these issues.
Develop ments at the European Commission and, ultimate-
ly, in the EU courts may also bring important implications
for the treatment of SEP-related disputes in Europe.

Netherlands. In March 2012, the District Court of the
Hague denied Samsung’s attempt to enjoin Apple’s sales of
iPhones and iPads that allegedly infringed four patents
Samsung had declared essential to the UMTS standard, the
most widespread third generation (3G) wireless telecommu-
nications standard. The court accepted Apple defenses based
on both FRAND and exhaustion theories.15 This was an

early judicial recognition of the incompatibility between
making a commitment to license intellectual property on
FRAND terms and pursuing an injunction against an alleged
standard implementer. 
With respect to Apple’s FRAND theory, the court found

Samsung had committed an “abuse of power” (as a matter of
its claimed patent rights) and had violated its pre-contractu-
al obligation—derived from its FRAND commitment—to
negotiate in good faith. The court based its determination on,
among other Samsung actions: (i) suing Apple for an injunc-
tion in The Netherlands before responding to Apple’s pre-lit-
igation request for a quote of Samsung’s FRAND terms for
a license to its portfolio of declared UMTS-essential patents;
and (ii) making only one offer—for a 2.4 percent royalty
based on the entire sales price of the relevant Apple products
and never responding to Apple’s counteroffer.16 The court
also determined that Apple, contrary to Samsung’s claims,
had not acted like an unwilling licensee during negotiations
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These issues may become exacerbated when the stan-
dardized technology covers only a minor feature of a multi-
function device, yet the declared SEP holder’s patent enforce-
ment efforts threaten to substantially increase prices for the
entire device or keep products that incorporate the patented
technology off the market entirely. For example, a declared
SEP holder may demand royalties on a base of the entire sales
price of a wireless device, even though its patents (if valid and
infringed) cover only technology embedded in a component,
e.g., a baseband chipset that represents only a modest portion
of the value of the device.8

The threat that SEP-holder demands will unduly inflate
prices, chill innovation, or reduce consumer choice is partic-
ularly acute given the vast number of patents that have been
declared essential to industry standards (e.g., cellular com-
munications). This may create patent hold-up opportunities
for dozens of declared SEP holders, some of which (e.g.,
non-practicing entities) may believe they have much to gain,
and little to lose, by demanding exorbitant royalties. The
masses of declared SEPs also create the risk of “royalty stack-
ing”—aggregate royalty burdens that make it uneconomical
to market standard-compliant products at all or chill welfare-
enhancing innovation that differentiates products that sup-
port a given standard—and can impose other obstacles to
bringing products to market quickly and efficiently.9

As competition enforcers have observed, standards are
prevalent in dynamic industries that drive economies and
bring great benefits to consumers.10 Striking the correct bal-
ance is therefore a complex but crucial exercise. Abuse of
declared SEPs threatens to chill innovation by standard
implementers and harm consumers. But ensuring that SEP
holders receive compensation for their patents that reflects the
value they add to products that implement the standard—to
the extent that their patents are actually practiced by imple-
menters and are valid and enforceable—is important to pre-
serving innovators’ incentives to invest in new technologies. 
In the remainder of this article, we discuss selected non-

U.S. decisions, with a particular focus on their treatment of
several issues that lie at the heart of disputes over licensing of
SEPs: 
� In what circumstances, if any, may a declared SEP holder
that has made a FRAND commitment obtain an injunc-
tion against infringement of a patent it has declared essen-
tial to an industry standard and thereby keep standard-
compliant products off the market? Is it ever appropriate
for an SEP holder to enjoy the dramatically increased bar-
gaining leverage over potential licensees that comes with
the potential for injunctive relief?11

� Besides seeking injunctions, what types of conduct—e.g.,
a demand for excessive royalties—can constitute a viola-
tion of a FRAND commitment? What are the potential
consequences of such a violation? 

� To what extent, if any, is a failure to timely disclose dur-
ing the standard-setting process intellectual property rights
(IPR) that are later claimed essential to an industry stan-
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a lower court in Germany recently sought the European
Court of Justice’s (ECJ) opinion on whether this precedent
conflicts with EU competition law.25

In a 2009 decision known as Orange Book Standard, the
German Bundesgerichtshof (Federal Supreme Court) first
established that a standard implementer can avoid entry of
an injunction order by showing that it is entitled to a
FRAND license for the IP that it has allegedly infringed.26

However, the elements of the Orange Book FRAND defense
are onerous. First, the alleged infringer must establish that
the SEP owner holds a dominant position, which often may
follow from the essential nature of the patent at issue.
Second, the alleged infringer must show that it, and not the
patentee, made an unconditional offer to enter into a license
agreement on terms that the patentee could not refuse with-
out unfairly discriminating against the would-be licensee.27

The alleged infringer can meet this requirement either by
proposing terms “customarily” found in licensing contracts
for the relevant technology (including customary royalties)28

or—if it believes the patentee’s royalty demands are exces-
sive—by allowing the patentee to set the royalty by exercis-
ing “reasonable discretion.”29 Third, the Orange Book
Standard requires that the alleged infringer comply in all
material respects with its license proposal. This means,
among other things, that it must be willing and able to pay
the proposed royalties.
Since 2009, several lower court decisions have applied the

Orange Book test, including in the German iterations of some
of the most hotly disputed patent litigations of the last years.
In Motorola v. Apple, the Regional Court of Mann heim held
that to meet the third element of the Orange Book test, a
defendant manufacturing technology that reads on the liti-
gated patent(s) at the time of the license proposal must accept
as a matter of principle that it is liable for damages for past
use.30 The court held that Apple had not satisfied the Orange
Book test because the license proposal it had submitted to
Motorola, which included a lump-sum payment for past use
but also preserved Apple’s right to challenge damages exceed-
ing this payment, did not unconditionally accept liability
for past infringement.31 Apple and Motorola ultimately exe-
cuted a license covering Motorola’s declared SEPs in
Germany, however, and the Mannheim court is currently
adjudicating whether Motorola’s requested royalty rate com-
plies with FRAND. 
In Motorola v. Microsoft, the Regional Court of Mannheim

addressed whether Microsoft’s countering of Motorola’s roy-
alty demands with a specific lower royalty, rather than asking
Motorola to exercise “reasonable discretion” to adjust what
Microsoft believed was an excessive royalty demand, satisfied
the requirements of the Orange Book Standard.32 The court
held that its review of Microsoft’s proposed royalty for pur-
poses of deciding whether to impose an injunction against
Microsoft’s products was limited to whether Motorola would
be in “obvious infringement of competition law” if it reject-
ed Microsoft’s offer. Concluding that Motorola would not be,

with Samsung—for example, when it based its counter-offer
on Samsung’s proportionate share of all patents that had
been declared essential to UMTS and limited its offer to the
patents in suit.17

Apple’s exhaustion defense was based on the contention
that its products practiced Samsung’s declared SEPs (if at
all—Apple disputed any infringement) only because they
contained baseband chipsets that Apple had purchased from
Samsung-authorized suppliers of baseband chipsets imple-
menting Samsung’s declared UMTS SEPs. Regarding base-
band chips supplied by Qualcomm, a chip manufacturer
with a license to Samsung’s declared UMTS SEPs, Samsung
contended that its covenants not to sue Qualcomm’s cus-
tomers, which were in an agreement between Samsung and
Qualcomm, had become null and void because Apple had
first sued Samsung for infringement of certain non-essential
Apple patents.18 The court rejected Samsung’s argument,
concluding that because Samsung had made irrevocable com-
mitments to the European Telecommunications Standards
Institute (ETSI, an SSO involved with the UMTS standard)
to license its declared UMTS SEPs, it was precluded from ter-
minating the covenants not to sue. 
The court did not accept Apple’s argument that, under

French law, it was licensed by virtue of having implemented
the UMTS standard.19 In addition, the court found that
Apple had not proven that Samsung’s failure to disclose the
patents in suit until after the standard was set constituted an
abuse of rights. The court determined, among other things,
that Apple had failed to prove that the late disclosure had
prejudiced Apple or that the SSO would have excluded the
relevant technologies had Samsung disclosed its patents
before the standard was set.20

France and Italy. A court in France also rejected Sam -
sung’s request for a preliminary injunction against Apple
based on findings similar to the Dutch court’s conclusion
that Samsung’s FRAND commitments rendered the license
to Qualcomm (and, by extension, its customer Apple) irrev-
ocable.21 The French court’s interpretation of the ETSI IPR
Policy’s requirement that FRAND commitments be “irrev-
ocable” is particularly significant given that the ETSI IPR
Policy is governed by French law.22 Samsung’s bid for a pre-
liminary injunction was denied for the same reason in Italy.23

Germany. The German courts have been a major battle-
ground in recent disputes between owners and implementers
of declared SEPs for a broad range of standards. Germany 
has been an attractive forum for owners of SEPs because a
finding of patent infringement can result in the automatic
grant of an injunction unless narrow exceptions are met.
And even though German law recognizes that competition
law may curtail SEP owners in their ability to seek injunc-
tions against standard implementers, existing precedent
imposes a heavy procedural burden on potential licensees
trying to avert injunction orders.24 In an interesting devel-
opment that highlights the interaction between EU compe-
tition law and the laws of the EU Member States, however,
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ments to ETSI to license its declared SEPs on FRAND
terms.43

On February 4, 2013, the Chinese court issued two rul-
ings.44 Although the opinions are not yet public, according to
InterDigital’s SEC filings, the court found:
� InterDigital violated China’s Anti-Monopoly Law by
demanding excessive royalties for a license to its SEPs,
seeking an exclusion order from the ITC while the parties
were in negotiations over a license, tying licensing of SEPs
to the licensing of non-essential patents, and requesting
that Huawei provide a grant-back of certain patent rights.
The court ordered InterDigital to cease its conduct and
pay $US 3.2 million in damages and attorneys’ fees.

� InterDigital’s license offers did not comply with FRAND.
Apparently without explanation, it set a royalty rate for
InterDigital’s portfolio of 2G, 3G, and 4G Chinese SEPs
of no more than 0.019 percent of the sales price of the
Huawei product incorporating the relevant technology.45

The court’s royalty rate is orders of magnitude lower than
the single-digit percentage demands that have been com-
mon for holders of large portfolio of patents declared essen-
tial to telecommunication standards. The court, however,
used a royalty base consisting of the entire price of the device.
Many potential licensees have argued that—both as a matter
of FRAND, and as a matter of patent infringement damages
principles—a royalty should be calculated only on the por-
tion of the device that allegedly embodies the declared SEPs
(e.g., the baseband chip in a smartphone), a price that can
typically be determined separately, given that the chipsets
and other components are often bought from third parties.46

Japan. On February 28, 2013, the Tokyo District Court
dismissed a Samsung complaint alleging that Apple had
infringed a Japanese patent declared essential to the UMTS
wireless standard and seeking an injunction. The court held
that Samsung committed several acts constituting an “abuse
of rights” under Article 1 of the Japanese Civil Code, there-
by barring Samsung from seeking damages for the alleged
infringement. Specifically, the court determined:
� Samsung had improperly sought a preliminary injunc-
tion based on a patent it had promised to license on

the court found against Microsoft and granted an injunction.
However, Microsoft successfully fought back in the United
States and obtained an injunction from the District Court 
for the Western District of Washington preventing Motorola
from enforcing the German injunction in the United States,
a decision later affirmed by the Court of Appeals for the
Ninth Circuit.33

More recently, the Regional Court of Düsseldorf consid-
ered whether the Orange Book test is in tension with Euro -
pean competition law because it requires the alleged infringer
to have made a binding license offer.34 The court noted a
potential conflict between the test and the European Com -
mission’s “preliminary view” in its Statement of Objections
regarding potential SEP abuses by Samsung that “under the
specific circumstances of this case, where a commitment to
license SEPs on FRAND terms has been given by Samsung,
and where a potential licensee . . . has shown itself to be will-
ing to negotiate a FRAND licence for the SEPs . . . recourse
to injunctions harms competition.”35 Accordingly, the
German court sought an ECJ ruling on whether Euro pean
competition law requires a more lenient standard for
FRAND-based defenses than currently applies under Orange
Book and its progeny.36

United Kingdom. In May 2012, the UK High Court
refused to grant an injunction in favor of IPCom, a non-
practicing entity,37 against Nokia for practicing an IPCom
patent as to which IPCom had made a FRAND commit-
ment.38 The court stated on that record that given the
FRAND commitment and that Nokia had agreed to accept
a FRAND license (with the terms to be decided by the
court), an injunction would be inappropriate. IPCom
accepted that result “[w]ith what may be described as some
urging by the court.”39 The court appeared to apply the
general principle of English law that injunctive relief can be
denied when monetary compensation will adequately com-
pensate the injured party.40

Asia
Over the last year, courts in China, Japan, and Korea have
issued notable decisions concerning SEP enforcement. This
is in keeping with the emergence of Asia as a major region for
competition enforcement, as well as the importance of indus-
try standards and companies that supply standardized prod-
ucts to the economies of countries in Asia. 

China. In a case brought by Chinese wireless device
maker Huawei Technologies against InterDigital, a develop-
er of wireless technologies, the Shenzhen Intermediate
People’s Court became the first court in the world to set a
specific FRAND rate for a license to a portfolio of SEPs.41 In
2012, Huawei brought two cases in China in response to
infringement actions that InterDigital had filed in a U.S.
federal district court and the International Trade Commission
(ITC).42 One of Huawei’s actions alleged that InterDigital
had abused market power in technology markets and the
other alleged that InterDigital had breached its commit-
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Conclusion
With some exceptions, courts worldwide have been robust-
ly enforcing FRAND and disclosure commitments in dis-
putes regarding SEPs to ensure the integrity of the standard-
setting process and to protect against patent hold-up. These
increasingly consistent outcomes will help shape for the bet-
ter the competitive landscape in mobile communications
and many other critical industries, to the benefit of compe-
tition and consumers.
With consistent and vigorous enforcement by courts and

competition authorities worldwide of commitments made by
SEP holders, SSOs can develop new standards with less fear
that SEP hold-up will impair adoption and dissemination of
their standards. Innovators can invest in technologies to dif-
ferentiate products that support a standard with confidence
that they will be able to market their products throughout the
world, free from declared SEP holders extracting hold-up
value from the fact the SEPs have been standardized (rather
than charging for the intrinsic value of the technology). At
the same time, developers of technologies seeking to be stan-
dardized can depend on receiving fair value for their innova-
tions based on converging methodology. And those that play
by the rules will have less cause for concern that other tech-
nology developers will breach disclosure obligations to gain
an unfair advantage in the standardization process, or engage
in hold-up that lowers outputs of standard-compliant prod-
ucts and reduces licensing returns for innovators that abide
by their FRAND commitments. Finally, the more SEP hold-
ers and standard implementers can rely on courts in varying
jurisdictions to apply consistent, sensible principles to SEP
enforcement disputes, the more that will narrow divergence
in their expectations about results from litigation. This will
promote agreements on FRAND licensing terms without
litigation,55 ultimately the best result for SEP holders, poten-
tial licensees, other industry participants, and consumers
alike.�

1 See, e.g., Microsoft Corp. v. Motorola, Inc., 696 F.3d 872 (9th Cir. 2012);
Broadcom Corp. v. Qualcomm Inc., 501 F.3d 297 (3d Cir. 2007); Realtek
Semiconductor Corp. v. LSI Corp., No. C-12-03451-RMW (N.D. Cal. May 20,
2013); Microsoft Corp. v. Motorola, Inc., No. 10-01823 (W.D. Wash. Apr. 25,
2013); Apple, Inc. v. Motorola Mobility, Inc., 886 F. Supp. 2d 1061 (W.D.
Wis. 2012); Apple, Inc. v. Motorola, Inc., 869 F. Supp. 2d 901 (N.D. Ill.
2012) (Posner, J., sitting by designation); Microsoft Corp. v. Motorola, Inc.,
871 F. Supp. 2d 1089 (W.D. Wash. 2012). 

2 E.g., Microsoft, 696 F.3d 872; Broadcom, 501 F.3d 297; Apple, 869 F.
Supp. 2d 901; Microsoft, 871 F. Supp. 2d 1089; see also Analysis of
Agreement Containing Consent Order to Aid Public Comment, In re Robert
Bosch GmbH, FTC File No. 121-0081 (Nov. 26, 2012), available at http://
ftc.gov/os/caselist/1210081/121126boschanalysis.pdf; Analysis of
Proposed Consent Order to Aid Public Comment, In re Motorola Mobility LLC
and Google Inc., FTC File No. 121-0120 (Jan. 3, 2013), available at http://
www.ftc.gov/os/caselist/1210120/130103googlemotorolaanalysis.pdf.

3 See, e.g., Broadcom, 501 F.3d at 308–09 (recognizing standard setting,
among other things, enhances competition in the end-consumer market by
ensuring interoperability, reducing product development costs, and reducing
consumer switching costs between products). 

FRAND terms; 
� Samsung failed to negotiate a FRAND license in good
faith, including refusing to provide Apple with informa-
tion it needed to determine whether Samsung’s license
offer was FRAND (including information about how it
arrived at its offer); and

� Samsung had committed an abuse of rights by failing to
timely disclose the patent during the standard-setting
process, waiting about two years after the SSO standard-
ized technology that Samsung claims is covered by its
patents.47

Korea. In August 2012, the Seoul South Central District
Court found that (i) Apple infringed two patents that
Samsung had declared essential to the UMTS standard, and
(ii) Samsung had infringed one Apple non-standardized, dif-
ferentiating patent.48 The court enjoined the sale in Korea of
certain older models of Apple and Samsung products.49 This
injunction was immediately stayed pending de novo appel-
late review, which is ongoing. The lower court made several
rulings on FRAND-related issues: 
� Under French law (which governs the ETSI IPR Policy),
an implementer of a standard does not automatically
obtain a license by making standard-compliant products.50

� Under Korean law, a FRAND declaration made pursuant
to ETSI’s IPR disclosure policies does not estop the SEP
owner from seeking an injunction against products that
allegedly infringe the patents encompassed by the decla-
ration.51

� Samsung had not abused its patent rights under Korean
law, and was not prohibited from enforcing its patents.
The court found, among other things, that: (i) although
a FRAND declarant has an obligation under Korean law
to negotiate in good faith, it does not abuse its IP rights
by seeking an injunction against a party that implements
a standard before seeking a license; (ii) Apple had not
acknowledged that the declared SEPs were actually valid
and infringed (which the court seemed to suggest was a
prerequisite for Apple’s abuse of rights claim); and (iii) the
court could not determine that Samsung had failed to
negotiate in good faith or filed its infringement action for
the purpose of restraining competition.52

� Samsung had not illegally maintained or reinforced a
dominant position in violation of the Korean Fair Trade
Act. In particular, the court found that Samsung’s claim
for an injunction was not an unfair trade practice, which
would include (i) unfair prices or conditions rendering
access to an essential facility practically or economically
impossible or (ii) other unfair conditions, such as dis-
criminatory prices relative to current licensees.53 The court
also found no evidence that Samsung had intentionally
failed to conceal its declared SEPs during the standard-set-
ting process or otherwise deceived the SSO, and that there
was no proof that the SSO could have selected alternative
technologies had Samsung disclosed its intellectual prop-
erty rights.54
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