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T he	 Patent	 trial	 and	 appeal	 Board	
(“PtaB”	 or	 “Board”)	 often	 denies	
some	 proposed	 grounds	 of	 invalid-

ity	 as	 redundant	 to	 others	 when	 deciding	
whether	 to	 institute	 inter	 partes	 review	
(IPr)	and	covered	business	method	patent	
review	(cBM)	proceedings.1	If	 this	occurs,	
what	 options	 are	 available	 to	 petitioners?	
this	 article	 explores	 potential	 avenues	 to	
challenge	 such	 a	 determination	 through	
requests	 for	 rehearing,	 appeals	 and	 peti-
tions	 to	 the	 Federal	 circuit,	 and	 suits	 in	
district	court.	

RequesTs foR ReheaRing
When	 the	 Board	 denies	 grounds	 as	

redundant,	 one	 avenue	 to	 challenge	 the	
determination	 is	 through	 a	 request	 for	
rehearing.	the	request	for	rehearing	“must	
specifically	 identify	 all	 matters	 the	 party	
believes	 the	 Board	 misapprehended	 or	

overlooked,	and	the	place	where	each	mat-
ter	 was	 previously	 addressed	 in	 a	 motion,	
an	opposition,	or	a	reply.”2	to	prevail,	peti-
tioners	 must	 demonstrate	 that	 the	 Board’s	
decision	was	an	“abuse	of	discretion.”3	an	
abuse	of	discretion	occurs	when	a	“decision	
was	 based	 on	 an	 erroneous	 conclusion	 of	
law	or	clearly	erroneous	factual	findings,	or	
.	.	.	a	clear	error	of	judgment.”4

the	Board	has	cautioned	that	a	“rehear-
ing	 request	 is	 not	 proper	 for	 advancing	
arguments	 not	 made	 previously.”5	 For	
example,	 in	 Raymarine, Inc. v. Navico 
Holdings AS,	 the	 Board	 denied	 a	 request	
for	 rehearing	 where	 the	 petitioner	 argued	
for	the	first	time	in	its	request	that	a	denied	
ground	was	stronger	in	some	respects	than	
other	instituted	grounds.6	

accordingly,	it	will	likely	be	difficult	to	
prevail	on	a	request	for	rehearing	unless	the	
petitioner	 can	 demonstrate	 how	 the	 Board	
misapprehended	 or	 overlooked	 meaning-
ful	 distinctions	 articulated	 in	 the	 petition	
between	 instituted	 grounds	 and	 grounds	
denied	as	redundant	that	resulted	in	a	clear	
error	of	judgment.	

appeals To The fedeRal CiRCuiT 
fRom deCisions on insTiTuTion

the	 statutory	 provisions	 governing	
IPrs	 and	 cBMs	 state	 under	 the	 subhead-
ing	 “no	 appeal”	 that	 the	 “determination	
by	 the	 director	 whether	 to	 institute	 .	 .	 .	
shall	 be	 final	 and	 nonappealable.”7	 In	 St. 
Jude Medical v. Volcano Corp,	 the	Federal	
circuit	 affirmed	 the	 statutory	 provisions	
for	 IPrs	 bar	 appeals	 of	 decisions	 not	 to	
institute.8	 Similarly,	 the	 Federal	 circuit	
has	 found	 that	 these	provisions	bar	 imme-
diate	 appeals	 of	 decisions	 to	 institute	 an	
IPr.9	therefore,	if	the	Board	denies	certain	
grounds	as	redundant	in	a	decision	on	insti-
tution,	a	petitioner	will	not	be	able	to	chal-
lenge	 the	 Board’s	 determination	 through	
an	immediate	appeal	of	the	decision	under	
current	Federal	circuit	law.

appeals To The fedeRal CiRCuiT 
fRom final WRiTTen deCisions

the	Federal	circuit	 has	 left	 undecided	
whether	 an	 institution	 decision	 could	 be	
appealed	 as	 part	 of	 an	 appeal	 from	 a	
final	written	decision.10	at	least	one	pend-
ing	 notice	 of	 appeal	 from	 a	 final	 written	
decision	 raises	 this	 issue	 for	 a	 redundant	
grounds	 determination.	 In	 SCHOTT 
Gemtron Corporation v. SSW Holding 
Company Inc.,	 the	 notice	 of	 appeal	 from	
the	 final	 written	 decision asks,	 “Whether	
the	Board	deprived	Gemtron	of	 its	right	 to	
a	 hearing	 on	 certain	 grounds	 of	 unpatent-
ability	asserted	in	the	Petition	by	denying	a	
trial	on	certain	grounds,	such	as,	anticipa-
tion	of	claims	1	and	25	by	angros,	on	 the	
basis	 that	 such	 grounds	 of	 unpatentability	
were	redundant	to	the	grounds	upon	which	
the	 Board	 instituted	 trial.”11	 as	 such,	 if	
grounds	 are	 denied	 as	 redundant,	 peti-
tioners	 should	 consider	 raising	 this	 issue	
in	 appeals	 from	 final	 written	 decisions	 in	
order	 to	 potentially	 take	 advantage	 of	 a	
favorable	decision	in	SCHOTT.	

peTiTions foR a WRiT of mandamus 
fRom The fedeRal CiRCuiT

Petitioners	have	also	attempted	to	chal-
lenge	decisions	on	institution	by	seeking	a	
writ	of	mandamus	from	the	Federal	circuit.	
For	 example,	 in	 In re Dominion Dealer 
Solutions, LLC,	 dominion	 filed	 for	 a	 writ	
of	 mandamus	 challenging	 a	 decision	 not	
to	 institute	 an	 IPr.12	 the	 Federal	 circuit	
explained	that	mandamus	relief	is	“drastic”	
and	 “to	 be	 invoked	 only	 in	 extraordinary	
situations.”13	 the	 court	 further	 explained	
that	 three	 conditions	 must	 be	 present:	 1)	
clear	 and	 indisputable	 right	 to	 relief,	 2)	
lack	 of	 alternative	 means	 to	 obtain	 relief	
and	 3)	 it	 must	 be	 appropriate	 under	 the	
circumstances.14	 Based	 on	 its	 decision	 in	
St. Jude that	 the	 statutory	 scheme	 bars	
immediate	appeals	of	decisions	on	 institu-
tion,	the	Federal	circuit	denied	the	petition	
for	 mandamus	 relief	 for	 failure	 to	 satisfy	
the	 first	 condition,	 a	 clear	 and	 indisput-
able	 right	 to	 relief.15	 In	 In re The Procter 
& Gamble Company,	 the	 Federal	 circuit	
concluded	 its	 reasoning	 in	 St. Jude and	
Dominion applied	equally	 to	challenges	 to	
decisions	to	institute	review.16

disTRiCT CouRT Challenges 
Petitioners	have	also	attempted	to	chal-

lenge	 institution	 decisions	 by	 bringing	
challenges	 in	 district	 court.	 For	 example,	
in	Dominion Dealer Solutions, LLC v. Lee,	
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dominion	 sued	 the	 uSPto	 in	 district	
court	 in	 the	eastern	district	of	Virginia.17	
dominion	 sought	 review	 of	 the	 Board’s	
decision	not	 to	 institute	 an	 IPr	by	 invok-
ing	 the	 administrative	 Procedures	 act	
(aPa).18	 as	 discussed	 above,	 35	 u.S.c.	
314(d)	provides	institution	decisions	“shall	
be	 final	 and	 nonappealable.”	 dominion	
offered	three	arguments	as	to	why	the	plain	
language	of	 the	statute	 should	not	control.	
First,	dominion	argued	that	section	314(d)	
only	precludes	direct	appeals	to	the	Federal	
circuit,	 not	 an	 aPa	 review	 in	 a	 district	
court.19	rejecting	this	ground,	the	district	
court	 found	 that	 the	plaintiff	was,	 in	 fact,	
appealing	from	the	Pto	decision.20	Second,	
dominion	argued	 that	 section	314(d)	does	
not	preclude	an	appeal	of	the	Board’s	con-
struction	of	relevant	legal	standards.21	the	
court	determined,	however,	that	the	statute	
applies	to	the	entirety	of	the	Board’s	deci-
sion	and	not	merely	a	portion	of	it.22	third,	
dominion	 argued	 that	 section	 314(d)	 only	
applies	 to	 decisions	 to	 grant	 IPrs	 and	 is	
inapplicable	 to	 decision	 denying	 IPrs.23	
the	 court	 dispatched	 this	 final	 argument	
as	untenable	because	it	is	inconsistent	with	
the	plan	language	of	the	statute.24

Patent	 owners	 have	 similarly,	 and	
unsuccessfully,	 sought	 to	 bring	 district	
court	challenges	to	decisions	to	institute.	In	
Versata Development Corp. v. Rea,	for	exam-
ple,	 the	 united	 States	 district	 court	 for	
the	 eastern	 district	 of	 Virginia	 ruled	 that	
it	 lacked	 subject	 matter	 jurisdiction	 over	
Patent	 owner	 Versata’s	 aPa	 claims	 chal-
lenging	 the	 Board’s	 decision	 to	 institute	
a	 cBM	 proceeding.25	 the	 court	 reasoned	
that	 the	 aIa	 precludes	 judicial	 review	 of	
the	 Board’s	 decision	 to	 institute	 for	 three	
reasons.	First,	the	statutory	provisions	pro-
vide	 “[t]he	 determination	 by	 the	 director	
whether	 to	 institute	 a	 post-grant	 review	
under	 this	 section	 shall	 be	 final	 and	 non-
appealable.”26	 Second,	 the	 aIa	 provides	
a	 “detailed	 scheme	 for	 administrative	 and	
judicial	review.”27	third,	the	“aIa	dictates	
the	 court	 in	 which	 a	 disappointed	 party	
may	appeal	the	PtaB	decision	.	.	.	[which]	
precludes	 federal	 district	 court	 jurisdic-
tion	 under	 the	 aPa.”28	 additionally,	 as	
an	alternate	ground	for	rejection,	the	court	
ruled	that	Versata	failed	to	state	a	claim	for	
interlocutory	judgment	because	the	Board’s	
determination	 to	 institute	 was	 not	 a	 final	
agency	 action	 for	 which	 there	 was	 no	
adequate	 remedy	 in	 a	 court.29	 rather,	 it	
was	“merely	an	 initial	 step	 in	 the	PtaB’s	
process	 to	resolve	 the	ultimate	question	of	

patent	validity,	not	a	final	agency	action	as	
contemplated	by	5	u.S.c.	§	704.”30

the	appeals	 from	 the	decisions	 in	both	
Dominion	and	Versata are	currently	pend-
ing	before	the	Federal	circuit.31

ConClusion
Petitioners	 should	 carefully	 think	

through	which	grounds	to	include	in	a	peti-
tion	because	it	may	be	difficult	to	overturn	
the	 denial	 of	 a	 ground	 as	 redundant.	 If	 a	
petitioner	 takes	 a	 “throw	 in	 the	 kitchen	
sink”	approach,	the	Board	will	likely	select	
some	 of	 grounds	 and	 deny	 the	 rest	 as	
redundant.	 this	 may	 result	 in	 the	 Board	
instituting	on	weaker	grounds,	and	denying	
institution	on	stronger	grounds.	

If	 grounds	 are	 denied	 as	 redundant,	 a	
request	for	rehearing	will	likely	be	difficult	
unless	the	Board	misapprehended	or	over-
looked	 something	 in	 the	 petition.	
additionally,	 because	 the	 Federal	 circuit	
has	found	that	immediate	appeals	and	man-
damus	relief	are	barred,	and	district	courts	
have	denied	 relief	 under	 the	aPa,	 a	peti-
tioner	is	unlikely	to	obtain	immediate	relief	
in	court.	even	after	the	issuance	of	a	final	
written	decision,	 it	 remains	an	open	ques-
tion	whether	an	appeal	is	available	for	deci-
sions	 not	 to	 institute	 certain	 grounds	 as	
redundant.	 therefore,	 Petitioners	 should	
focus	 on	 choosing	 their	 strongest	 grounds	
with	care,	and,	articulating	meaningful	dis-
tinctions	among	them	when	presenting	mul-
tiple	grounds.		 IPT
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