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A Look At Constitutional Challenges To Redskins Decision 
 
Law360, New York (September 10, 2014, 10:23 AM ET) --  

After decades of relative obscurity, Section 2(a) of the Lanham Act — which 
prohibits federal registration of scandalous and disparaging trademarks — was 
brought to the forefront in the Redskins trademark dispute, a lengthy saga that 
involves more than 20 years of litigation and highly emotionally and politically 
charged public debate. The dispute culminated when the U.S. Patent and 
Trademark Office canceled federal registration for several “Redskins” trademarks 
as disparaging to Native Americans in Blackhorse v. Pro-Football Inc. 

Although the Blackhorse decision has garnered much fanfare, Pro-Football’s 
constitutional challenges to that decision and Section 2(a) on appeal have received 
relatively little attention. This article summarizes these challenges and analyzes 
their merits. 

Section 2(a)’s Prohibition Against Scandalous and Disparaging Marks 

To register a mark with the PTO, a trademark owner must demonstrate that it has 
used or intends to use the mark in commerce, and that the mark serves as a reliable indicator of the owner’s goods or 
services. But Section 2(a) of the Lanham Act imposes an additional limitation that is different in kind, barring 
registration of a mark that “[c]onsists of or comprises immoral, deceptive, or scandalous matter; or matter which may 
disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring 
them into contempt, or disrepute.” 

Section 2(a) raises several challenging issues. First, the terms “immoral,” “deceptive,” “scandalous,” “disparage,” 
“contempt,” and “disrepute” are not defined in the Lanham Act. Courts and the PTO have therefore struggled for many 
years to give concrete meaning to these terms. The PTO itself has stated that “the guidelines for determining whether a 
mark is scandalous or disparaging are somewhat vague” and necessarily “highly subjective.”[1] 

Second, it is unclear whether Congress possesses the authority to legislate public welfare and morals through the 
Lanham Act, and there is a paucity of legislative history of Section 2(a) to shed light on its purpose. Some courts have 
speculated that Congress enacted the statute, not “as an attempt to legislate morality,” but rather, to ensure “that such 
marks do not occupy the time, services, and use of funds of the federal government.”[2] But the PTO now operates 
entirely on trademark registration fees, not taxpayer dollars. While some believe that Congress intended to “avoid 
having unsavory marks dignified by registration by the federal government,”[3] it is well established that federal 
registration of a mark does not imply that the government has placed its imprimatur on that mark.[4] 

Notably, analogous statutes do not exist in the patent and copyright laws. Although the PTO has adopted a policy to 
reject design patent applications that “could be deemed offensive to any race, religion, sex, ethnic group, or 
nationality,”[5] no such policy exists with respect to utility patents. The Copyright Office does “not examine a work or 
authorship to determine whether it contains material that might be considered obscene.”[6] 

 

Richard Crudo 

http://www.law360.com/agency/u-s-patent-and-trademark-office
http://www.law360.com/agency/u-s-patent-and-trademark-office
http://www.law360.com/agency/u-s-copyright-office


Reprinted with Permission from Law360 

 

2  |  A LOOK AT CONSTITUTIONAL CHALLENGES TO… 

 

The Blackhorse Saga 

Procedural Background 

The “Redskins” trademarks were first registered in 1967 for use in connection with the professional football team in 
Washington, D.C. In 1992, seven individuals of Native American descent filed a petition with the PTO to cancel the 
marks under Section 2(a) on the basis that they are disparaging to Native Americans. The PTO granted the petition, but 
the D.C. district court reversed on remand from an appeal to the D.C. Circuit, finding that the evidence did not establish 
a disparagement claim and that the petition was barred by laches. 

In 2006, six new petitioners initiated the Blackhorse cancellation proceeding based on Section 2(a). The case proceeded 
to trial in 2010, and on June 18, 2014, the PTO ruled 2-1 that the marks were in fact disparaging and canceled their 
registrations. On Aug. 14, Pro-Football appealed that decision, filing a declaratory judgment action in the Eastern 
District of Virginia. 

Pro-Football’s Constitutional Challenges to Section 2(a) 

Pro-Football asserts several constitutional challenges to Section 2(a) on appeal. 

1. Restriction on Speech (First Amendment) 
First, Pro-Football argues that Section 2(a), both on its face and as applied, constitutes an impermissible content-based 
restriction on speech. Courts agree that a trademark is a form of commercial speech entitled to some, albeit limited, First 
Amendment protection.[7] But the threshold issue in determining whether Section 2(a) is unconstitutional is whether it 
does, in fact, restrain speech. 

The Federal Circuit has repeatedly rejected the argument that refusal of registration qualifies as an unconstitutional 
restraint. In its 1981 In re McGinley decision, the Federal Circuit’s predecessor court upheld the PTO’s refusal to 
register as scandalous a photograph of a nude man and woman kissing and embracing in connection with newsletters 
devoted to social and interpersonal relationship topics. In so holding, the court determined that “the PTO’s refusal to 
register [a] mark does not affect [the] right to use it,” and therefore “[n]o conduct is proscribed, and no tangible form of 
expression is suppressed.”[8] The Federal Circuit has since reiterated this view, which the Fifth Circuit has also 
adopted.[9] 

But McGinley has drawn sharp criticism as having been “cursorily decided.”[10] McGinley itself acknowledges that 
Section 2(a) allows the PTO to deny “the benefits provided by the Lanham Act which enhance the value of a mark,”[11] 
and the U.S. Supreme Court’s “unconstitutional conditions” doctrine holds that the government “may not deny a benefit 
to a person on a basis that infringes his constitutionally protected interests — especially, his interest in freedom of 
speech.”[12] In other words, government action that does not restrict speech but that nevertheless conditions a benefit 
on the forfeiture of speech, could implicate the First Amendment. 

If the district court does find that Section 2(a) qualifies as a restraint on speech, the next question the court will need to 
address is how much First Amendment protection to afford Pro-Football’s trademarks and which standard of review to 
apply. To qualify for protection, commercial speech must concern lawful activity and not be misleading; both of these 
limitations appear to be satisfied in Blackhorse. But regulation of protectable commercial speech is nevertheless 
permissible if (1) the governmental interest in restricting the speech is substantial, (2) the regulation directly advances 
the governmental interest asserted, and (3) the regulation is not more extensive than is necessary to serve that interest. 
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To date, no court has engaged in a robust First Amendment analysis of Section 2(a) under this framework. But some 
commentators believe that Section 2(a) would fail such an analysis in light of the ill-defined government interests at 
stake, as discussed above.[13] A First Amendment challenge today is likely bolstered by recent Supreme Court 
jurisprudence employing more exacting scrutiny for statutes regulating commercial speech.[14] 

2. Void for Vagueness and Due Process (First and Fifth Amendments) 
Pro-Football also argues that Section 2(a) is unconstitutionally vague, and therefore operates to deprive trademark 
owners of property without due process of law. 

In McGinley, the applicant similarly argued that the term “scandalous” is unconstitutionally vague as used in Section 
2(a). The court acknowledged that the statutory right to registration “cannot be denied without compliance with the Fifth 
Amendment due process requirement,” but nevertheless found that the provision “is sufficiently precise to enable the 
PTO and the courts to apply the law fairly and to notify a would-be registrant that the mark he adopts will not be granted 
a federal registration.”[15] The Federal Circuit has since re-affirmed that holding.[16] 

But Blackhorse involves a constitutional challenge to a different clause of Section 2(a) — i.e., its proscription against 
“disparaging” marks — which no court has previously considered. At least one commentator has concluded that the 
disparagement clause of Section 2(a) is unconstitutional because its scope is unclear given the multitude of definitions 
and standards applied by courts and the PTO, which allow the provision to be arbitrarily and inconsistently 
enforced.[17] 

3. Unconstitutional Taking (Fifth Amendment) 
Finally, Pro-Football argues that the PTO’s cancellation of its long-held trademarks qualifies as an unconstitutional 
taking under the Fifth Amendment. No court has addressed this type of challenge, but its viability is questionable given 
that Pro-Football does not have a preexisting statutory property right in disparaging marks, and its common law rights 
remain unaffected. As noted by the Federal Circuit, “[t]he Takings Clause prohibits the government from taking private 
property for public use without just compensation. It contains no requirement that the government give property to 
individuals.”[18] Some commentators nevertheless argue that Section 2(a) operates as a regulatory taking under 
Supreme Court precedent.[19] 

Stay Tuned for Developments in the Law 

The Blackhorse district court will likely not be the first court to address the constitutionality of Section 2(a)’s 
disparagement provision. The Federal Circuit will soon hear oral argument in In re Tam, in which the PTO refused 
registration to “The Slants” for live musical performances by a band, finding that the mark is disparaging to those of 
Asian descent. The applicant invokes many of the arguments summarized here, and the Federal Circuit could take the 
opportunity to revisit McGinley and provide a more robust analysis with regard to these arguments. 

But the Blackhorse Virginia district court is bound by Fourth Circuit, not Federal Circuit, law, and the Fourth Circuit has 
not yet ruled on these issues. Thus, the Blackhorse court could choose to depart from McGinley, regardless of how Tam 
is decided, which could give rise to a circuit split that may provoke Supreme Court review. 

—By Vinita Ferrera and Richard A. Crudo, WilmerHale 

Vinita Ferrera is a partner in WilmerHale's Boston office. Richard Crudo is an associate in the firm's Washington, D.C., 
office. 
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The opinions expressed are those of the author(s) and do not necessarily reflect the views of the firm, its clients, or 
Portfolio Media Inc., or any of its or their respective affiliates. This article is for general information purposes and is 
not intended to be and should not be taken as legal advice. 
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